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In the United States Patent and Trademark Office 

Before the Trademark Trial and Appeal Board 

MONSTER CABLE PRODUCTS, INC., 

 Petitioner, 

v. 

Cancellation No.:  92055643

Registration No.:  3737908 

Registration Date: Jan. 12, 2010 

Mark: NEOVICTORY  

NEOVICTORY TECHNOLOGY CO., LTD., 

 Registrant. 

 

PETITIONER'S MOTION FOR SUMMARY JUDGMENT  AND MEMORANDUM IN 
SUPPORT OF PETITIONER’S MO TION FOR SUMMARY JUDGMENT 

Petitioner Monster Cable Products, Inc. ("Monster") hereby moves the Trademark Trial 

and Appeal Board ("the Board") for summary judgment, pursuant to Fed. R. Civ. P. 56(a), Rule 

2.127 of the Trademark Rules of Practice, and T.B.M.P. 528, against Registrant Neovictory 

Technology Co., Ltd. ("Registrant"), canceling Registrant's U.S. Registration No. 3,737,908 for 

the mark NEOVICTORY (the "Subject Registration"), registered on January 12, 2010 under 

Trademark Act § 1(a) (15 U.S.C. § 1051(a)), in International Class 9 for all goods identified in 

the Subject Registration on the grounds that Registrant's nonuse of the mark NEOVICTORY 

cannot be genuinely disputed and Monster is entitled to judgment as a matter of law.  In the 

alternative, if in response to this motion Registrant comes forward with evidence of use 

sufficient to avoid the cancellation in whole of the Subject Registration, Monster requests 

cancellation in part to reflect Registrant's use.  Monster's motion for summary judgment is based 

upon this brief, the accompanying Declaration of Julie E. Hofer ("Hofer Decl.") and attached 

evidence, the accompanying Requests for Admission, Set One ("RFA 1"), Requests for 

Admission, Set Two ("RFA 2"), Requests for Production of Documents, Set One ("RFP 1"), 

Requests for Production of Documents, Set Two ("RFP 2") and Interrogatories, Set One 



 - 2 -  

("Interrogatories") served by Monster on Registrant in this proceeding, and such other and 

further evidence as may be considered by the Board. 

I.  FACTUAL AND PROCEDUR AL BACKGROUND 

Monster owns U.S. Trademark Application No. 85,231,780, filed on February 1, 2011 

under Trademark Act § 1(b) (15 U.S.C. § 1051(b)), for the mark VICTORY in International 

Class 9 for audio speakers, electronic docking stations, and headphones.  On May 2, 2011, 

Monster received a USPTO Office Action refusing registration of Monster's VICTORY mark 

under Trademark Act § 2(d) (15 U.S.C. 1052(d)) because of a likelihood of confusion with the 

Subject Registration.  The refusal was made final on November 19, 2011.  Monster then initiated 

this cancellation proceeding based on its investigation and resulting belief that Registrant had 

abandoned the NEOVICTORY mark, if ever Registrant had used it in United States commerce at 

all. 

In the nearly 2 1/2 years since Monster commenced this cancellation action, Registrant 

has yet to come forward with any evidence of its use of the NEOVICTORY mark in United 

States commerce at any time, despite Monster's informal and formal requests.  See Hofer Decl. at 

¶¶ 4-9.  Registrant also failed to serve any response to either of Monster's Requests for 

Admission, which directly addressed Registrant's nonuse of the mark.  As a result, Registrant's 

nonuse stands admitted.  T.B.M.P. 411.03. 

Since Registrant's Answer on October 17, 2012, the parties have stipulated to multiple 

extensions and suspensions of this proceeding to facilitate settlement discussion.  However, since 

February 10, 2014, Registrant has become completely unresponsive to Monster, further 

evidencing Registrant's apparent intent to abandon any rights in the Subject Registration.  Hofer 

Decl. at ¶ 9.  Proceedings resumed from the most recent suspension on August 10, 2014.  

Monster's testimony period commences on October 8, 2014.  
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II.  UNDISPUTED MATERIAL FACTS 

The following material facts are undisputed: 

1. Monster owns U.S. Trademark Application No. 85,231,780 ("Monster's Application").  

See Monster's Application. 

2. Monster's Application was refused registration because of a likelihood of confusion with 

the Subject Registration.  See Monster's Application file, namely Office Actions dated 

May 2, 2011 and Nov. 19, 2011. 

3. Registrant owns the Subject Registration.  See Subject Registration. 

4. Registrant has not sold or transported any goods bearing the NEOVICTORY mark in 

commerce, as defined by Trademark Act § 45 (15 U.S.C. §1127).  Hofer Decl. ¶¶ 7, 10, 

11; RFA 1 at ¶ 1; RFA 2 at ¶¶ 1-9. 

5. Registrant had not sold or transported any goods bearing the NEOVICTORY mark in 

commerce, as defined by Trademark Act § 45 (15 U.S.C. §1127), as of the date Monster 

filed the present petition for cancellation.  Hofer Decl. ¶¶ 7, 10, 11; RFA 1 at ¶ 7; RFA 2 

at ¶¶ 77-85. 

6. Registrant has not sold or transported any good bearing the NEOVICTORY mark in 

commerce, as defined by Trademark Act § 45 (15 U.S.C. §1127), for at least 3 

consecutive years prior to the filing of this motion for summary judgment.  Hofer Decl. 

¶¶ 7, 10, 11; RFA 2 at ¶¶ 153-162. 

III.  LEGAL ARGUMENT 

A. Summary Judgment Standard 

 Summary judgment is appropriate in cases where the moving party establishes that there 

are no genuine disputes of material fact that require resolution at trial, and that the moving party 

is entitled to judgment as a matter of law.  Fed. R. Civ. P. 56(a) (“The judgment sought should 

be rendered if the pleadings, the discovery and disclosure materials on file, and any affidavits 

show that there is no genuine issue as to any material fact and that the movant is entitled to a 

judgment as a matter of law.”); see also, TBMP § 528.01; Celotex Corp. v. Catrett, 477 U.S. 
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317, 322-23 (1986).  When appropriate, the Board does not hesitate to dispose of cases on 

summary judgment. Milliken & Company v. Image Indus., Inc. 39 U.S.P.Q.2D 1192, 1196 

(T.T.A.B. 1996) 

Summary judgment in Board proceedings is designed to avoid useless trials where there 

is no genuine issue as to any material fact.  See Best Lock Corp. v. Schlage Lock Co., 413 F.2d 

1195, 162 U.S.P.Q. 552 (C.C.P.A. 1969).  The criteria of Fed. R. Civ. P. 56 apply.  See T.B.M.P. 

528.  As such, once the moving party had met its initial burden of showing by the evidence that 

there is no genuine dispute as to any material fact, "it is incumbent upon the other side to come 

forward with countervailing evidence establishing a need for trial."  Fram Trak Industries, Inc. v. 

Wiretracks LLC, 77 U.S.P.Q.2d 2000, 2006 WL 236416 (T.T.A.B. 2006) (summary judgment 

granted for cancellation petitioner on the issues of priority and likelihood of confusion); Spin 

Physics, Inc. v. Matsushita Electric Industrial Co., 168 U.S.P.Q. 605 (T.T.A.B. 1970); T.B.M.P. 

528.01, 528.05.  A party opposing a motion for summary judgment cannot merely rely upon the 

allegations of its pleading and hold back its evidence.  Wilson Sporting Goods Co. v. 

Northwestern Golf Co., 172 U.S.P.Q. 182 (T.T.A.B. 1971) (motion for summary judgment 

granted for cancellation petitioner where registrant offered no counter affidavits); Conde Nast 

Publications, Inc. v. Miss Quality, Inc., 170 U.S.P.Q. 364 (T.T.A.B. 1971); Franz Volkl Ohg v. 

Volkl & Co. KG, 173 U.S.P.Q. 765 (T.T.A.B. 1972) (summary judgment granted for opposer 

where applicant did not respond with affidavits).   

For Principal Register Marks not yet five years on the register, like the Subject 

Registration, cancellation may be based on any ground in the Trademark Act that would have 

barred registration in the first instance, or any of the specified grounds the Trademark Act made 

applicable to cancellation of a registration "at any time."  International Order of Job's Daughters 

v. Lindeburg & Co., 727 F.2d 1087, 220 U.S.P.Q. 1017 (Fed. Cir. 1984) (for a Principal Register 

registration less than five years old, cancellation may be based upon any ground which would 

have prevented registration initially); 15 U.S.C.A. § 1064(3), (4), (5). 
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B. Registrant Never Used the NEOVICTORY Mark, Which Would Have 

Barred Registration In the First Instance. 

All applicants under § 1 of the Trademark Act—whether based on use in commerce 

under § 1(a) or  an "intent-to-use" under § 1(b)—must use the applied-for mark in commerce on 

or in connection with all the goods or services specified in the application prior to registration.  

T.M.E.P. § 901; 15 U.S.C. §1051; 37 C.F.R. §2.34(a)(1)(i); 37 C.F.R. §2.20.  Thus, failure to 

actually use the mark in commerce on or in connection with such goods or services is grounds to 

bar registration in the first instance.  Thus, in a use-based application, when at the time of 

registration there was no use on any of the goods or services specified, the application and 

resulting registration is void.  Grand Canyon West Ranch, LLC v. Hualapai Tribe, 78 U.S.P.Q.2d 

1696, 1697, 2006 WL 802407 (T.T.A.B. 2006) ("The case law is clear that holding an 

application to be void is an appropriate remedy when the pleaded ground either is fraud, or that 

the applicant has not used the applied-for mark on any of the goods or services identified in the 

application prior to the filing of the application."); see also Aycock Engineering, Inc. v. Airflite, 

Inc., 560 F.3d 1350, 1357, 90 U.S.P.Q.2d 1301 (Fed. Cir. 2009) ("The registration of a mark that 

does not meet the use requirement is void ab initio."); ShutEmDown Sports, Inc. v. Carl Dean 

Lacy, 102 U.S.P.Q.2d 1036, 1045, 2012 WL 684464 (T.T.A.B. 2012) (failure to use the mark 

before the application date on any of the goods or services listed is void ab initio). 

"Use" is defined by the Trademark Act as "the bona fide use of mark in the ordinary 

course of trade, and not merely to reserve a right in a mark."  15 U.S.C. § 1127; see also 

Emergency One, Inc. v. American FireEagle, Ltd., 228 F.3d 531, 56 U.S.P.Q.2d 1343 (4th Cir. 

2000) ("Thus, neither promotional use of the mark on goods in a different course of trade nor 

mere token use constitute ‘use’ under the Lanham Act … . One recycled American Eagle truck 

with an AMERICAN EAGLE nameplate over the course of three years is no more than token use 

which, standing alone, is legally insufficient to disprove abandonment.").  A mark is deemed to 

be in "use" on goods, such as those claimed in the Subject Registration, when goods bearing the 

mark are sold or transported in commerce.  15 U.S.C. § 1127; See, e.g., In re Bagel Factory, 
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Inc., 183 U.S.P.Q. 553 (T.T.A.B. 1974).  "Commerce" is defined as "all commerce which may 

lawfully be regulated by Congress," namely interstate, territorial, and between the United States 

and a foreign country.  15 U.S.C. § 1127.; T.M.E.P. 901.03.  Further, for purposes of United 

States trademark rights, "use" means use in the United States, not use in other nations—

shipments and sales between foreign nations do not establish trademark rights in the United 

States.  E.g., Imperial Tobacco, Ltd., Assignee of Imperial Group PLC v. Philip Morris, Inc., 899 

F.2d 1575, 14 U.S.P.Q.2d 1390 (Fed. Cir. 1990); General Healthcare Ltd. v. Qashat, 364 F.3d 

332, 70 U.S.P.Q.2d 1566 (1st Cir. 2004) (Sales between the U.K. and Saudi Arabia did not 

constitute a "use in commerce" sufficient to trigger the Trademark Act or to establish trademark 

rights in the United States.) 

All the evidence shows that Registrant never used the NEOVICTORY mark in United 

States commerce, prior to obtaining the Subject Registration or otherwise.  Registrant has 

admitted it never sold or transported any goods bearing the NEOVICTORY mark in commerce, 

including in the United States, a territory of the United States, between the United States and a 

territory of the United States, or between the United States and a foreign country.  RFA 1 at ¶ 1; 

RFA 2 at ¶¶ 1-9.1  Furthermore, Monster's counsel informally investigated Registrant's use by 

researching NEOVICTORY products on the Internet, and was unable to find any evidence of any 

such products availability for purchase in the United States or online advertising directed to 

consumers in the United States.  Hofer Decl. at ¶¶ 10-11.  Indeed, Registrant's NEOVICTORY 

website appears to be targeted only to consumers in Taiwan and/or China and the United 

Kingdom.  Hofer Decl. at ¶¶ 10-11; Monster's First Amend. Pet. to Cancel, filed herein Aug. 14, 

                                                 

1 Monster directly requested Registrant's admissions that it never sold or transported any 
goods bearing the NEOVICTORY mark in commerce, including in the United States, a territory 
of the United States, between the United States and a territory of the United States, or between 
the United States and a foreign country.  RFA 1 at ¶ 1; RFA 2 at ¶¶ 1-9.  RFA 1 was served on 
January 10, 2014 and again on February 7, 2014, and RFA 2 was served on August 8, 2014.   
Even construing Registrant's response deadlines in the most favorable possible light, Registrant's 
responses were due no later than September 9, 2014—30 days after proceedings resumed on 
August 10, 2014.  As Registrant failed to provide any response, these requested admissions are 
deemed admitted under Fed. R. Civ. P. 36.   
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2012.  Even if Registrant has used its mark in foreign nations, this is not enough to establish 

trademark rights in the United States.  E.g., General Healthcare, 364 F.3d 332.  The allegations 

of use in NEOVICTORY's pleading are insufficient to contradict this evidence.  Wilson Sporting 

Goods , 172 U.S.P.Q. 182; Conde Nast Publications, 170 U.S.P.Q. 364; Franz Volkl Ohg, 173 

U.S.P.Q. 765.  

Registrant's failure to use the NEOVICTORY mark prior to its registration, if known, 

would have been grounds to bar registration in the first instance.  Thus, the Board should cancel 

the Subject Registration. 

 
C. Registrant Obtained Its Registration Fraudulently, Which Is Grounds for 

Cancellation At Any Time. 

Additionally, Trademark Act § 14(3) specifies that a registration may be cancelled "at 

any time" when its registration was obtained fraudulently.  Where it is subsequently proven that 

the applicant never used the term as a mark at all, or used the mark, but not on the goods listed in 

the registration (or not all of the goods listed on the registration), the registration may be 

canceled for fraud on the USPTO.  3 McCarthy on Trademarks and Unfair Competition §§ 

31:72-73 (4th ed.).  The registrant's fraudulent intent may be inferred from the fact of 

misrepresentation coupled with proof that the party making it had knowledge of its falsity.  

Clontech Laboratories, Inc. v. Invitrogen Corp., 406 F.3d 1347, 1352, 74 U.S.P.Q.2d 1598 (Fed. 

Cir. 2005). 

In this case, Registrant has admitted that it never used the NEOVICTORY mark in the 

United States.  RFA 1 at ¶ 1; RFA 2 at ¶¶ 1-9.  No one is in a better position than Registrant to 

know whether or not it has used its mark here or elsewhere.  Thus, it can be inferred that 

Registrant made a material misrepresentation to the USPTO during the prosecution of its 

application regarding its use of the mark, with fraudulent intent.   

The Board should therefore cancel the Subject Registration on grounds of Registrant's 

fraud on the USPTO. 
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D. Even If Registrant Used the NEOVICTORY Mark Prior to Its Registration, 

Registrant Has Since Abandoned the Mark. 

Trademark Act § 14(3) also specifies that a registration may be cancelled "at any time" 

when the registered mark has been abandoned.  15 U.S.C. § 1064(3).  Under Trademark Act § 

45, a mark is deemed abandoned when its use has been discontinued with an intent not to 

resume.  15 U.S.C. § 1127.  Intent not to resume use may be inferred from the circumstances, 

and nonuse for three consecutive years is prima facie evidence of abandonment.  Id.  Further, 

where a dearth of documents and witnesses as to use of a mark in years past makes it difficult to 

prove either use or nonuse of a mark, the decision maker is justified in drawing inferences from 

the evidence that does exist.  3 McCarthy on Trademarks and Unfair Competition § 17:9 (4th 

ed.); Auburn Farms Inc. v. McKee Foods Corp., 51 U.S.P.Q.2d 1439, 1999 WL 588247 (TTAB 

1999) (the party asserting that the mark was in use failed to present evidence from customers, 

people who worked producing the product, people who made labels for the product and 

distributors in the chain of distribution of the product).   

Even if Registrant made some use of its mark in the United States prior to obtaining its 

registration, all the evidence shows that Registrant has abandoned the NEOVICTORY mark.  

Registrant has admitted that it has not sold or transported any goods bearing the NEOVICTORY 

mark in commerce, as defined by Trademark Act § 45 (15 U.S.C. §1127), for at least 3 

consecutive years prior to the filing of this motion for summary judgment.  RFA 2 at ¶¶ 153-162.  

The informal investigation of Monster's counsel since the commencement of this action has 

yielded no evidence of use in the United States, and indeed Registrant has come forward with no 

such evidence despite Monster's repeated requests.  Hofer Decl. at ¶ 8; Monster's First Amend. 

Pet. to Cancel; RFA1; RFA2.  The allegations of use in NEOVICTORY's pleading are 

insufficient to contradict this evidence.  Wilson Sporting Goods, 172 U.S.P.Q. 182; Conde Nast 

Publications, 170 U.S.P.Q. 364; Franz Volkl Ohg, 173 U.S.P.Q. 765.  

Thus, the Board should cancel the Subject Registration on grounds of Registrant's 

abandonment of the NEOVICTORY mark (if ever it established rights to the mark in the United 
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States in the first place). 

IV.  IF REGISTRANT COMES FORWARD WITH EVIDENCE OF USE, THE 
BOARD SHOULD PARTIALLY CANCEL THE SUBJECT REGISTRATION TO 
RESTRICT THE GOODS IDENTIFIED THEREIN 

In the alternative, in the event that Registrant in response to this motion finally comes 

forward with some evidence of use of NEOVICTORY in the United States (both currently and at 

the time of registration sufficient to avoid the registration being void in the first instance), then 

Monster moves for summary judgment partially cancelling the Subject Registration under 

Trademark Act § 18 (15 U.S.C. § 1068) to restrict the goods identified therein and thus resolve 

any likelihood of confusion between Monster's applied-for VICTORY mark and the Subject 

Registration.  Specifically, Monster requests that the Board modify the goods under Subject 

Registration to delete all goods on which Registrant is not using the mark, and to identify any 

remaining goods on which Registrant is actually using the mark with greater particularity in 

terms of type, use, channels of trade, etc.  See T.B.M.P. 309.03(d). 

All the evidence thus far in this proceeding, including Registrant's admissions, the dearth 

of evidence of use produced by Registrant, Registrant's more than 7 months of non-

responsiveness, and Monster's own investigation, point to the conclusion that Registrant is not, 

and never has, used the Neovictory mark in United States commerce.  However, even if 

Registrant comes forward to oppose this motion with actual, concrete evidence of use, as 

opposed to mere allegations, the goods under the Subject Registration should still be 

substantially restricted to reflect the nature of use made by Registrant at the present time.  

T.B.M.P. 309.03(d).   

Registrant's NEOVICTORY website (which appears to solely target consumers in 

Taiwan and/or China and the United Kingdom) identifies only three product types associated 

with the NEOVICTORY mark: (1) bone conduction Bluetooth sunglasses (product number 

S302), (2) bone conduction Bluetooth ski goggles (product numbers W301 and W303), and (3) 

bone conduction Bluetooth headsets (product numbers H401 and H501).  Hofer Decl. ¶¶ 10-11 

and Ex. D thereto.  All of these products apparently incorporate "Bone Conduction Microphone" 



 - 10 -  

technology.  Id.  None of the following goods from the Subject Registration appear to be 

currently offered under the mark:  helmets; protection masks; goggles or safety goggles (other 

than ski goggles); optical devices, namely, glasses (other than sunglasses); swimming goggles; 

hydroscopes; accessories for sunglasses and eyeglasses, namely, cases and cords; camera; 

television sets; earphones; loud speakers; hand-held electronic games adapted for use with 

television receivers only; video output game machine for use with televisions; communication 

devices, namely, headphones and mobile phones; and integrated circuits.   

Thus, in the event Registrant produces some evidence that it is using the NEOVICTORY 

mark in the United States (and not solely in Taiwan and/or China and the United Kingdom) in 

connection with bone conduction Bluetooth sunglasses, bone conduction Bluetooth ski goggles, 

and bone conduction Bluetooth headsets, it would still appear necessary to substantially restrict 

the goods description under the Subject Registration to reflect Registrant's current products.  

T.B.M.P. 309.03(d)("In considering a restriction of a registration, the Board will look to the 

nature of the use made by registrant as of the time the restriction is sought, not as of the time 

registration was sought.")  Monster suggests the following revision: 

Protection devices, namely, helmets, protection masks, snow 
goggles, goggles, safety goggles, incorporating short-range 
wireless communication equipment and bone conduction 
microphones; optical devices, namely, glasses; swimming 
goggles; hydroscopes; sunglasses, incorporating short-range 
wireless communication equipment and bone conduction 
microphones; accessories for sunglasses and eyeglasses, namely, 
cases and cords; camera; television sets; earphones; loud speakers; 
bone conduction microphones; hand-held electronic games 
adapted for use with television receivers only; video output game 
machine for use with televisions; communication devices, namely, 
headphones and mobile phones; and integrated circuits2 

This revision would avoid any likelihood of confusion with Monster's application for 

registration of the mark VICTORY in International Class 9 for audio speakers, electronic 

                                                 

2 It appears that Registrant's third type of NEOVICTORY product, bone conduction 
Bluetooth headsets, would not fall within the goods previously identified in the Subject 
Registration.   
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docking stations, and headphones, none of which is covered by the above-modified goods 

description. 

 

V. CONCLUSION 

For the foregoing reasons, Registrant's nonuse of the NEOVICTORY mark cannot be 

genuinely disputed, and Monster requests entry of judgment cancelling the Subject Registration 

as a matter of law.  In the alternative, if in response to this motion Registrant comes forward with 

evidence of use sufficient to avoid cancellation in whole of the Subject Registration, Monster 

requests cancellation in part to reflect Registrant's use.   

 
Dated:  September 22, 2014 

 

By: /Julie E. Hofer/
Julie E. Hofer, CA Bar No. 152185 
DONAHUE FITZGERALD LLP 
1999 Harrison Street, 25th Floor 
Oakland, California  94612-3520 
Telephone: (510) 451-0544 
Facsimile: (510) 832-1486 
 

Attorneys for Petitioner 

 

 



CERTIFICATE OF SERVICE  

The undersigned hereby certifies that a true and complete copy of the foregoing 

Petitioner's Motion for Summary Judgment  and Memorandum in Support of Petitioner's Motion 

for Summary Judgment and the accompanying Declaration of Julie E. Hofer in Support of 

Petitioner's Motion for Summary Judgment has been served on NEOVICTORY 

TECHNOLOGY CO., LTD. by e-mail copy provided pursuant to Trademark Rule 2.119(b)(6), 

as mutually agreed upon by the parties, to counsel for NEOVICTORY TECHNOLOGY CO., 

LTD., Lin-Yun Cheng of Pro-TECHTOR International Services at linyun49@gmail.com. 

 

 

Dated: September 22, 2014 
 

By: ___/Julie E. Hofer/___________ 
Julie E. Hofer 
DONAHUE FITZGERALD LLP 
1999 Harrison Street, 25th Floor
Oakland, California  94612-3520 
Telephone: (510) 451-3300 
Facsimile: (510) 451-1527 

 

 




























































































































